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MEMORANDUM
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The plaintiff, Bentley A Hollander, filed this qui tam
relator suit on behalf of the United States agai nst defendant B.
Braun Medical, Inc., for violations of the Fal se Marking Stat ute,
35 U S.C. 8 292. The defendant filed a notion to dismss
pursuant to Federal Rule of Civil Procedure 12(b)(6). 1In his
opposition to the notion, the plaintiff attached a proposed
anmended conplaint.! The Court invited suppl enental briefing on

the Federal Circuit’'s recent decision, In re BP Lubricants USA

Inc., 2011 U.S. App. LEXIS 5015 (Fed. Cir. Mar. 15, 2011), and
hel d oral argunent on April 8, 2011. For the follow ng reasons,
the Court will grant in part and deny in part the notion to

di sm ss the amended conpl ai nt.

The Court concludes that the plaintiff’s original conplaint
fails the heightened pleading set forth in the Federal Grcuit’s
recent decision, In re BP Lubricants USA Inc. The Court
therefore grants the plaintiff’s request to file the anended
conplaint attached to his opposition. The Court will treat the
parties’ supplenmental briefing as relating to the anended
conpl ai nt.




Facts as Alleged in the Anended Conpl ai nt?

Def endant B. Braun Medical, Inc. (“Braun”) is a gl oba
heal t hcare products conpany, which specializes in the manufacture
of intravenous (I1V) therapy nedications and solutions. WMny of
the defendant’s |1V solutions are distributed in sterile
contai ners that bear the trade nanme “Excel.” The defendant’s
product literature and |abeling information identify “Excel” as a
regi stered trademark of Braun, and refer to U S. Patent No.
4,803,102 (“102 Patent”), which was issued on February 7, 1987,
and which expired on Cctober 27, 2007. The defendant has al so
mar ked certain products with U S. Patent No. 4,491,589 (“589
Patent”), which was issued on January 1, 1985, and which expired
on April 29, 2003. Am Conpl. 19 9, 19-22, 813-14.

As a highly sophisticated business entity, the
def endant has extensive experience applying for, procuring, and
publishing its patents. The defendant al so enpl oys patent

attorneys who manage its intellectual property and nonitor the

’2ln evaluating a notion to dism ss under Rule 12(b)(6),
a court nust accept all well-pleaded facts as true, and nust
construe the conplaint in the light nost favorable to the
plaintiff. Fower v. UPMC Shadyside, 578 F.3d 203, 210 (3d Gr
2009). \When evaluating a notion to dismss, the court should
di sregard any | egal conclusions. The court must then determ ne
whet her the facts alleged are sufficient to show that the
plaintiff has a "plausible claimfor relief.” Fower, 578 F.3d
at 210. If the well-pleaded facts do not permt the court to
infer nore than the nere possibility of m sconduct, then the
conpl aint has alleged, but it has not shown, that the pleader is
entitled to relief. Ashcroft v. Igbal, 129 S. C. 1937, 1949
(2008) .
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expiration dates of its patents. The defendant actively
litigates to protect its patent rights, and has prevailed in
patent infringement suits in the past. As a consequence, the
def endant knows when each of its patents expires. Am Conpl. 91
9, 13-14, 16-17.

Al t hough the *589 and ‘102 Patents expired in 2003 and
2007, respectively, the defendant has continued to mark its
products with the expired patents. The defendant has al so
updated its product packaging since the patents in question
expired, and in some instances, since the present suit was filed,
but has failed to renpve the expired patent nunmbers fromthe
packaging. Am Conpl. 11 26-28

The defendant specifically knew the expiration dates of
the ‘102 and ‘589 Patents because it was not the assignee of
those patents. Instead, the defendant paid |licensing fees for
the use of the patents and accordingly nonitored their expiration
dates. The defendant has also cited to the ‘102 Patent in
several of its own patents filed wwth the United States Patent
and Trademark O fice (“USPTO ), including one patent that was
filed after the ‘102 Patent had expired. As a consequence, the
defendant was famliar with the 102 Patent’s expiration date.
Am Conpl . {7 22-25.

The plaintiff asserts eighty-five counts against the

def endant based on its alleged fal se marking of the *102 and ‘589



Patents. Only two of the counts, LXXIl and LXXIIIl, relate to the
‘589 Patent, and the remaining eighty-three counts assert false
mar ki ng of the ‘102 Patent. Each of the counts is substantively
identical, although the allegations relating to the defendant’s

product packagi ng updates vary in detail between the counts.

1. Analysis

A. Appl i cabl e Law

The Fal se Marking Statute, 35 U S.C. 8§ 292, prohibits
the false marking of a product with a patent “for the purpose of
deceiving the public.” To state a claimfor false marking under
8§ 292, a plaintiff nust establish (1) the marking of an
unpatented article; (2) with the intent to deceive the public.

Forest Goup, Inc. v. Bon Tool Co., 590 F.3d 1295, 1300 (Fed.

Cr. 2009).

Nei ther party disputes the first elenment - the marking
of an unpatented article.® Instead, the parties disagree over
whether the requisite “intent to deceive” is present. An
inference of intent to deceive can be drawn where a plaintiff
shows “the fact of m srepresentation coupled with proof that the

party making it had know edge of its falsity.” dontech Labs,

Inc. v. Invitrogen Corp., 406 F.3d 1347, 1352-53 (Fed. GCr

3 An article covered by an expired patent is “unpatented’
within the neaning of § 292(a). Pequignot v. Solo Cup Co., 608
F.3d 1356, 1361 (Fed. Cir. 2010).
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2005). The conbination of a false statement and know edge t hat
the statenent was fal se creates a rebuttable presunption of

intent to deceive. Pequi gnot v. Solo Cup Co., 608 F.3d 1356,

1362-63 (Fed. Cir. 2010).

In a recent decision, the Court of Appeals for the
Federal Circuit held that the hei ghtened pl eadi ng standard set
forth in Federal Rule of Cvil Procedure 9(b) applies to fal se

marking clainms. 1n re BP Lubricants USA Inc., 2011 U S. App.

LEXI S 5015 (Fed. Cr. March 15, 2011). To establish intent to
decei ve under § 292, a plaintiff nust plead facts supporting an
i nference of a “purpose of deceit, rather than sinply know edge
that a statenent is false.” 1d. at *10 (citations omtted).
These facts nmust be pled with particularity, which nmeans that a
plaintiff nmust allege “the specific who, what, when, where, and

how of the alleged fraud. See id. at *4 (citing Exergen Corp.

v. Wal-Mart Stores, Inc., 575 F. 3d 1312, 1327 (Fed. Cr. 2009)).

In BP Lubricants, the Federal Crcuit rejected as

conclusory the plaintiff’s allegations that the defendant was a
“sophi sticated conpany and ha[d] experience applying for,
obtaining, and litigating patents.” 1d. at *10. The Court noted
that this “bare assertion” provided “no nore of a basis to
reasonably distinguish a viable conplaint than nerely asserting

t he def endant shoul d have known the patent expired.” |Id.



The Federal G rcuit also outlined exanpl es of
all egations that mght permt a court to draw an inference of
intent to deceive. For instance, a plaintiff can “allege that
the defendant sued a third party for infringenent of the patent
after the patent expired or made multiple revisions of the

mar ki ng after expiration.” 1d. at *12.

B. VWhether the Plaintiff has Pled Intent to Deceive

The defendant argues that the plaintiff has failed to
plead wwth particularity as required by Rule 9(b). According to
t he defendant, the anended conplaint contains the sane sort of
allegations relating to the defendant’s “sophistication” that the

Federal Circuit rejected as conclusory in BP Lubricants. In

opposition, the plaintiff argues that allegations of multiple
product packagi ng updates, sonme of which occurred after the

def endant was put on notice of its expired patents based on the
present suit, support an inference of intent to deceive. The

Court wll grant in part and deny in part the notion to dism ss.

1. The ‘102 Patent

The Court will grant the notion to dismss as to Counts
VITI-1X (8-9), XLVIII-LIT (48-52), LVI-LVII (56-57), LXV-LXVI
(65-66), LXX-LXXI (70-71), and LXXIV-LXXXI (74-81). These counts

contain only conclusory allegations that the defendant was



sophi sticated, it “knew that the ‘102 Patent had expired, and it

decided to continue marking its products with the expired patent

“for the purpose of deceiving the public.” See, e.qg., Am Conpl.
19 129-131. In each of these counts, the plaintiff also avers

generally that, “[i]n spite of the expiration of the ‘102 Patent,
Braun publ i shed new product packagi ng containing the ‘102
Patent.” Id. § 127.

These al |l egations do not contain the requisite “who,
what, when, where, and how necessary to satisfy Rule 9(b). As

the Federal Circuit explained in BP Lubricants, allegations that

a defendant is sophisticated and therefore knew that its patents
wer e expired cannot support an inference of intent to deceive.
Simlarly, the plaintiff’s allegations that the defendant
“publ i shed new product packagi ng” are devoid of the detai
necessary to plead with particularity. For instance, the
plaintiff has not alleged what these product packagi ng updates
entail ed, whether the packaging was revised a single tinme or
multiple times, and the tinme frame during which these updates
occurred. These general avernents therefore do not provide the
“specific underlying facts” fromwhich the Court can infer a

“pur pose of deceit.” BP Lubricants, 2011 U. S. App. LEXIS at *13.

The Court will also grant the notion to dismss as to
Counts LXXXI|-LXXXV (82-85). 1In each of these counts, the

plaintiff repeats the allegations noted above, and al so avers



t hat “Braun published new product packagi ng containing the ‘102
Pat ent on Decenber 4, 2008.” Am Conpl. § 127. The Court
concludes that allegations of a single packagi ng update in 2008
are insufficient to establish intent to deceive. The plaintiff
has pled no facts indicating that the defendant had act ual

know edge that its patents had expired and purposeful |y deci ded
to mark its products with an expired patent. |In view of the fact
that the ‘102 Patent expired in 2007, the packaging update in
2008, which failed to renove the ‘102 Patent, tends to support an
i nference of negligence rather than purposeful deception.

This Court’s analysis is consistent wwth the anal ysis
of other courts that have considered the issue. |In particular,
courts have generally found allegations of a single package
revision, without nore, to be insufficient to establish intent to
deceive. In contrast, allegations of nultiple product packagi ng
updates, particularly where such allegations are coupled with
“other indicia of the defendant’s know edge of a patent’s
expiration,” have been deened sufficient to establish intent to

decei ve. See generally Hollander v. Otho-MNeil-Janssen

Pharms., Inc., 2011 U.S. Dist. LEXIS 36890, at *16 (E.D. Pa. Apr.




4, 2011) (collecting cases).* Because the plaintiff has all eged
a single product update and no additional facts, the Court wll
grant the notion to dismss as to Counts LXXXI |- LXXXV.

The Court will deny the notion to dismss as to al
remai ni ng counts, with the exception of Counts LXXII (72) and
LXXI'l'l (73), which relate to the ‘589 Patent. In the renaining
counts, the plaintiff alleges that the defendant updated its
product packaging multiple tinmes after the ‘102 Patent expired.
The plaintiff also avers that at |east one of the revisions
all eged in each of the remaining counts occurred after the
present action was fil ed.

The Court concludes that these allegations are
sufficient to satisfy Rule 9(b). The Federal Crcuit in BP
Lubricants noted that allegations of “nmultiple revisions of the
mar ki ng after expiration” may be sufficient for a court to infer

intent to deceive. BP Lubricants, 2011 U S. App. LEXIS at *12.

In the present action, the plaintiff has alleged nmultiple

revi sions, sone of which occurred after this action was fil ed.

“The Court’s analysis is unaffected by allegations that the
defendant was a licensee of its patents, and therefore “kept
close track of the terns of the Patents.” These allegations are
conclusory and offer no details with respect to when any
i censing paynments were made, or whether such paynents were nmade
in close proximty to the expiration of the patents, such that
t he def endant was arguably on notice. |In addition, the
plaintiff’s allegation that the defendant cited to the ‘102
Patent in its USPTOfilings fails to establish intent to deceive.
At nost, such allegations suggest that the defendant was
generally aware of the ‘102 Patent after it had expired.
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The filing of this suit arguably put the defendant on notice that
its patents had expired. Accepting as true the allegation that
the defendant revised its packaging after this suit was filed,
and yet failed to renove the expired patent markings, the Court
could infer that the defendant intended to deceive the public.?®

See Brinkneier v. Gaco Children’s Prods., 684 F. Supp. 2d 548,

551 (D. Del. 2010) (finding sufficient allegations of intent to
decei ve where plaintiff alleged that defendant revised its
mar ki ngs three tinmes after patent had expired and was involved in
infringenent suit relating to patent in question).

The Court notes the anbiguity inherent in allegations
of “product packagi ng updates.” Although the Federal Circuit
suggested that “nmultiple revisions of [a] marking” may be
sufficient to establish intent to deceive, the terns “revision”
and “marking” are left undefined. It is unclear whether
revisions to a marking enconpass only changes to the actual
pat ent nunber itself, changes to the product’s outer packaging,

or even revisions to instruction panphl ets acconpanying a

°The Court is not entirely persuaded that it is plausible to
prove intent to deceive based solely on evidence that a defendant
revised its packaging after being sued, but did not renove
expired patent markings. In view of the significant penalties
authorized by § 292, as well as the public notice function that a
| awsuit serves, it is difficult to imgine that a defendant woul d
| eave expired patents on its products for the purpose of
deceiving the public after it has been sued for fal se marking.
Such conduct may be nore consistent with gross negligence than
pur poseful deception. Nonetheless, BP Lubricants appears to deem
these allegations sufficient to survive a notion to di sm ss.
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product. As the defendant noted at oral argunent, it is unclear
whet her revisions to an instruction panphlet that does not
contain a patent marking, but which is part of a product’s
overal |l “packaging,” would constitute a revision under BP
Lubricants.

The Court is unable to resolve these questions at this
juncture, because it would require a level of parsing that is
i nappropriate for the notion to dismss stage. |In addition, if
the Court were to require greater specificity in the conplaint,
it would place too great a burden on the plaintiff at a point in

the litigation where no discovery has taken pl ace.

2. The ‘589 Patent

Finally, the Court will grant the notion to dismss as
to Counts LXXI'I (72) and LXXIlI (73), which relate to the ‘589
patent. These counts contain only general allegations regarding
t he defendant’ s sophistication. |In addition, the plaintiff avers
that the defendant updated its product packagi ng, but provides no
additional details or dates. For the same reasons articul ated
above, the Court concludes that these counts fail the Rule 9(b)

hei ght ened pl eadi ng standard.
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[11. Concl usion

For the foregoing reasons, the Court will grant in part
and deny in part the notion to dismss the plaintiff’s anended
conpl ai nt.

An appropriate order shall issue separately.
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I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

BENTLEY A. HOLLANDER ) ClVIL ACTI ON

B. BRAUN MEDI CAL, | NC NO. 10-835
ORDER

AND NOW this 12th day of April, 2011, upon
consideration of the defendant’s Mdtion to D sm ss (Docket No.
28), the opposition, reply, and supplenental briefing thereto,
and follow ng oral argunent held on April 8, 2011, IT IS HEREBY
ORDERED, for the reasons stated in a nmenorandum of | aw bearing
today’s date, that the notion is GRANTED I N PART and DENI ED I N
PART. |IT IS FURTHER ORDERED t hat :

1. Counts VII1-1X (8-9), XLMII1-LIl (48-52), LVI-LVII
(56-57), LXV-LXVI (65-66), LXX-LXXXV (70-85) of the anended
conpl aint are DI SM SSED

2. The notion is DENIED in all other respects.

3. On or before April 19, 2011, the parties shal

submt a proposed schedule for the remai nder of this action.

BY THE COURT:

[s/ Nary A. MLaughlin
MARY A. MLAUGHLI N, J.




